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3) AIPPI Question Q1272] Resolution

1. General rules for comparison to determine likelihood of confusion

1.1 Marks must be compared with due regard as to how they will be perceived by
the relevant public and the effects on those persons of the circumstances of use.
The comparison to be made is not primarily a direct comparison between the marks,
but a comparison between one mark and the recalled image of the other mark, or
between the recalled images of both marks.

not to bl.2 Comparison of the overall impressions created by the respective marks

will normally be decisive. In determining overall impression, the marks are not to be
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dissected into their constituent elements and compared detail by detail because that
1S not the way marks are perceived or recalled by the relevant public.

1.3 In some cases, however, where non-distinctive elements contribute to the overall
impressions of the respective marks, it may be necessary to consider the constituent
elements of the marks. In such cases, the likelithood of confusion is doubtful unless
both marks have a distinctive element or elements which is or are similar.

4) o71A A#HAFZF(relevant public)o] & A FE ] Algo] gsle] FgFS WS £ Qe B
E AMEE onjstE Ao 2 FufR(purchasers), 7 U 7} s AHpotential purchasers), AF-&%
(users) ¥ 71 AFo] HujE7] A*E FE3Ia 1 AFH dHE AES EFEiH ol E
of AFHA =

5) AIPPI Question Q1272] Resolution.

2. Criteria for comparison

-

2.1a A mark’s distinctiveness influences its scope of protection. Distinctiveness is a
function of factors including, but not limited to:
i. the mark’s uniqueness;
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1. its arbitrary or fanciful character;

ii. the intensity and duration of its promotion;

iv. the intensity and duration of its use; and

v . its reputation.
2.1b Conversely, a mark’s distinctiveness may be weakened by factors including but
not limited to use in a descriptive manner.
2.2 Similarity in sound, sight or meaning may be sufficient to cause a likelihood of
confusion. If similarity in one such aspect is not full decisive of likelihood of
confusion, the issue may be determined by considering the other aspects and their
cumulative effect. If a mark is used in a way that primarily invokes the effect of
one or more of these aspects (e.g. appearance for products selected by label through
self-service, or pronunciation for products ordered by telephone), that aspect or those
aspects should be given appropriate weight in the comparison.
2.3 Where one mark is a translation of another and the meaning of both marks is
known by the relevant public, the use of the second mark may cause confusion in
relation to the first.
2.4 The existence of a family of marks with one or more common distinctive
element or elements is an important factor in determining likelihood of confusion
with another mark having that element or those elements. In addition, each mark in
the family may be protected by applying the criteria for determining likelihood of
confusion as set forth herein.
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Key Words:

distinctiveness, similarity, dissection or analysis, trademark interpretation,

agreement of coexistence, likelihood of confusion, suggestive mark, descriptive
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Abstract

A Review Regarding Problems on Korean Trademark System (VII)
-—— In regard to Similarity of Mark ——-—

Dukkyu Choi

Similarity of a mark shall be carried out when a mark is examined for
registration or when an infringement of a mark is proceeded. In most cases,
similarity of a mark includes similarity of the goods or services. Similarity of
a mark is determined based on three methods, pronunciation, appearance and
connotation. If similarity in one such aspect is not full decisive of likelihood
of confusion, the issue may be determined by considering the other aspects
and their cumulative effect. Dissection or analysis of a mark is not
recommended in principle when determining similarity or distinctiveness.
Interpretation or translation of a mark is not always welcomed especially
when determining distinctiveness. When similarity issue arises during
prosecution, an agreement of coexistence from the senior mark owner would

be preferably adopted for confirming non-similarity.



